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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

^he specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 45-52 and 54 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

/Regarding claims 45 and 49, it is unclear what terms "said network" as recited in line 27 
of claim 45 and line 32 of claim 49 referred to. It is noted that the terms "a network" are 
previously defined in lines 3 and 9 of claim 45 and lines 4 and 10 of claim 49. According to the 
drawings of the application, there is one network 7 as shown in figures 1 and 6. From this view, 
Examiner considers that the terms "network" in lines 3 and 9 of claim 45 and in lines 4 and 10 of 
claim 49 are the same for examining purpose. Similarly, claim 54 recites the terms "a network" 
in line 10 and "a network" in line 16. However, there is one network 7 as shown in figures 1 and 
6 according to the drawings of the application. From this view, Examiner considers that the 
terms "network" in line 10 and 16 are the same for examining purpose. Appropriate correction is 
required. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 41-45, 47-49, and 51-54 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ellis et al. (US 20050229213 A1) in view of Portuesi (US 5,774,666 A). 

Regarding claim 41, Ellis teaches a program-related information providing apparatus (16 
- see figures 2a-2e) which includes storage means for storing a program table and program 
information which servers as attribute information of a program (program guide data), and which 
sends the program information and the program table (program guide data) to a terminal device 
(user television equipment or personal computer) via a network (20 or 235 - figures 2a-2e) in 
response to a request from said terminal device, said program-related information providing 
apparatus comprising: reception permission means for permitting said terminal device to receive 
a program in the program table in response to a program viewing request sent from said 
terminal device (requesting for playback a program); search means for searching for the 
program information stored in said storage means at the same time said reception permission 
means permits said terminal device to receive the program (retrieving the program from the 
storage). (See 0064-0066, 0069-0070 and figures 2a-2e and 14a-14e; 0091; 0094; and 0122- 
0125). 

Ellis further teaches that Internet link may be displayed in an overlay that is displayed on 
top of the program during playback so that the user may access the Internet link. (See 0074, 
0076, 0102, and 0104). Ellis does not explicitly teach generating and transmitting program- 
related information address displayed script as recited in claim 41. However, Portuesi discloses 
providing URLs as well as URL descriptions along with a movie file. As a movie playback 
application 10 plays back the movie file, it reads and interprets URL descriptions from URL 
tracks. The playback application 10 uses timing and placement information defined for each 
URL to display the URL to a user at the appropriate time. For example, the playback application 
10 displays a hyperlink 32 defined by associated URL track at the appropriate time. Hyperlink is 



/ 
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displayed and is active within display window 28 only for a specific period of time during playing 
of image track. See col. 5 f lines 20-31 and 40-45; col. 6, lines 2-19 and figure 3. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the system of Ellis by providing an address display time or time information so that an 

URL address or hyperlink is displayed on the computer terminal at an appropriate time 

/ 

corresponding to the address display time during playing the movie as disclosed by Portuesi in 
order to appropriately display URL or hyperlink information associated with a program and to 
allow the user to easily navigate the network resources during playing the program. 

Regarding claim 42, Ellis as modified by Portuesi discloses using timing and placement 
information from the URL descriptions defined for each URL to display the URL to a user at the 
appropriate time. Hyperlink or URL information is displayed and is active within display window 
28 only for a specific period of time during playing of image track. After passing the last image 
with which URL is associated, hyperlink is no longer displayed in display window (see col. 5, 
lines 42-45; col. 6, lines 2-9). 

Claim 43 recites the similar limitations of claim 41 , therefore, claim 43 is rejected for the 
same reasons as addressed with respect to claim 41 above. 

Claim 44 recites the similar limitations of claim 42, therefore, claim 44 is rejected for the 
same reasons as addressed with respect to claim 42 above. 

Regarding claim 45, Ellis teaches a program-related information providing system 
comprising a program-related information providing apparatus (16 - see figures 2a-2e) and a 
terminal device (user television equipment or personal computer) connected to each other via a 
network (20 or 235 - figures 2a-2e), said program-related information providing apparatus 
including storage means for storing a program table and program information which servers as 
attribute information of a program (program guide data), and which sends the program 
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information and the program table (program guide data) to a terminal device (user television 
equipment or personal computer) via the network (20 or 235 - figures 2a-2e) in response to a 
request from said terminal device, said terminal device making a program viewing request of a 
program in the program table sent from said program-related information providing apparatus 
(requesting for playback a program), said program-related information providing apparatus 
comprising: reception permission means for permitting said terminal device to receive the 
program in the program table in response to the program viewing request sent from said 
terminal device (requesting for playback a program); search means for searching for the 
program information stored in said storage means at the same time said reception permission 
means permits said terminal device to receive the program (retrieving the program from the 
storage); and said terminal device comprising: first receiving means for receiving the program 
permitted to be received by said reception permission means of said program-related 
information providing apparatus; and display means for displaying the program received by said 
first receiving means. (See 0064-0066, 0069-0070 and figures 2a-2e and 14a-14e; 0091; 0094; 
and 0122-0125). 

Ellis further teaches that Internet link may be displayed in an overlay that is displayed on 
top of the program during playback so that the user may access the Internet link. (See 0074, 
0076, 0102, and 0104). Ellis does not explicitly teach generating/detecting and 
transmitting/receiving program-related information address displayed script and control means 
as recited in claim 45. However, Portuesi discloses providing URLs as well as URL descriptions 
along with a movie file. As a movie playback application 10 plays back the movie file, it reads 
and interprets URL descriptions from URL tracks. The playback application 10 uses timing and 
placement information defined for each URL to display the URL to a user at the appropriate 
time. For example, the playback application 10 displays a hyperlink 32 defined by associated 
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URL track at the appropriate time. Hyperlink is displayed and is active within display window 28 
only for a specific period of time during playing of image track. See col. 5, lines 20-31 and 40- 
45; col' 6, lines 2-19 and figure 3. Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the system of Ellis by providing an 
address display time or time information so that an URL address or hyperlink is displayed on the 
computer terminal at an appropriate time corresponding to the address display time during 
playing the movie as disclosed by Portuesi in order to appropriately display URL or hyperlink 
information associated with a program and to allow the user to easily navigate the network 
resources during playing the program. 

*. 

Regarding claims 47 and 48, Ellis's system includes distribution system and billing 
system as shown in figure 1 . Portuesi's system provides URL track comprising URL descriptions 

/ 

for displaying the URL or hyperlink to a user at the appropriate time (see col. 5, lines 40-45). 
Neither Ellis nor Portuesi explicitly teaches charging a fee to an address information provider 
which provides the address information to the terminal device and/or a higher fee has been paid 
is preferentially displayed on the terminal device according to the fee charged by the billing 
means'. Official Notice is taken that billing or charging a fee to information provider such as 
advertiser by broadcaster for broadcasting certain interactive content or advertisement 
comprising URLs and/or charging a higher fee to advertiser for a larger area of coverage are 
well known in the art. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the system of Ellis and Portuesi by charging a fee to 
an information provider, i.e., advertiser, which provides the information, i.e., advertisement, to a 
terminal device in order to effectively and widely provide information/advertisement to viewers. 

Claim 49 recites the similar limitations of claim 45, therefore, claim 49 is rejected for the 
same reasons as addressed with respect to claim 45 above. 
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Claims 51 and 52 recite the similar limitations of claims 47 and 48, therefore, claims 51 
and 52 are rejected for the same reasons as addressed with respect to claims 47 and 48 above. 

Regarding claim 53, Ellis teaches a program-information providing method for providing 
program information of a television program (program guide) displayed on a computer terminal 
(user television equipment or personal computer), comprising: a step of generating the program 
information (program guide) which includes a broadcast time of the television program and 
which is used when recording the television program (as shown in figures 14a-14e); a step of 
preparing program-related information of the television program (Internet link) and a step of 
generating a URL address of the program-related information on a network (Internet link having 
URL address is associated with a recorded program); and a step of transmitting the program 
information and the URL address to said computer terminal. (See 0064-0066, 0069-0070 and 
figures 2a-2e and 14a-14e; and 0161). 

It is noted that in the teaching of Ellis, a user may record programs, program guide data, 
or a combination thereof in digital form on a storage device of the computer terminal at a time 
specified by the user. A program may be selected for recording before its scheduled broadcast 
time and may be recorded before its schedule broadcast time and may be recorded when the 
selected program is aired. The recorded program may be played back on the computer terminal 
in response to a user's request. 

Ellis further teaches that Internet link may be displayed in an overlay that is displayed on 
top of the program during playback so that the user may access the Internet link. (See 0074, 
0076, 0102, and 0104). Ellis does not explicitly teach transmitting an address display time so 
that an URL address is displayed on the computer terminal at a time corresponding to the 
address display time during playing back the recorded program. However, Portuesi discloses 
providing URLs as well as URL descriptions along with a movie file. As a movie playback 
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application 10 plays back the movie file, it reads and interprets URL descriptions from URL 
tracks. The playback application 10 uses timing and placement information defined for each 
URL to display the URL to a user at the appropriate time. For example, the playback application 
10 displays a hyperlink 32 defined by associated URL track at the appropriate time. Hyperlink is 
displayed and is active within display window 28 only for a specific period of time during 
playback of image track. See col. 5, lines 20-31 and 40-45; col. 6, lines 2-19 and figure 3. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the system of Ellis by providing an address display time or time information 
so that an URL address or hyperlink is displayed on the computer terminal at an appropriate 
time corresponding to the address display time during playing back as disclosed by Portuesi in 
order to appropriately display URL or hyperlink information associated with the program and to 
allow the user to easily navigate the network resources during playback. 

Claim 54 recites the similar limitations of claim 53, therefore, claim 54 is rejected for the 
same reasons as addressed with respect to claim 53 above. 

Allowable Subject Matter 

5. Claims 46 and 50 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

6. Claims 1-40 are allowed. 

7. The following is a statement of reasons for the indication of allowable subject matter: 
the closest prior art, Franco (US 20020046407 A1) teaches a system that is remotely 
programmed through Internet, i.e., a web page, to record broadcast content such as television 
programs. Particularly, the system comprises a host system 102 hosts a web site through which 
a user 110 remotely programs a video recording system 120 to record broadcast video content. 
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The system provides a clickable programming page on the web page as a program guide 
having a list of broadcast programs that are selectable for recording. In one embodiment, the 
system of Franco comprises a programming web site 104 for providing a search utility that 
allows the user 1 10 to search for a particular program. The programming web site 104 can 
present the user 1 10 the option of making a scheduling request that the particular program be 
scheduled for broadcast at some time in the near future. The host system receives the 
scheduling request from the user and then preferably forwards the scheduling request to a 
scheduling system. The host system 102 receives programming instructions from the 
scheduling system and formulates programming data that is then transmits to the video 
recording system 120 in accordance with the user's request. Portuesi (US 5,774,666 A) teaches 
providing image track along with URL track comprising URL descriptions for displaying the URL 
or hyperlink to a user at an appropriate time. Both fail to teach the limitations of second 
program-reserve-record setting script generation means and transmission means as recited in 
claim 1 and similarly recited in claims 3, 5, and 7; detection means, second receiving means, 
signal conversion means, and control means as further recited in claim 9 and similarly recited in 
claims 1 3, 1 7, 21 , 25, 29, 33, and 37. 

, Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ngoc K. Vu whose telephone number is 571-272-7306. The examiner can 
normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on 571-272-7353. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

* 



Application/Control Number: 09/944,848 



Page 1 0 



Art Unit: 2623 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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